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REMARKS 

Reconsideration of the present application is respectfully requested. 

In the first Office Action, dated November 19, 2004, the Examiner rejected claims 1, 2, 6, 
17 and 19 under 35 U.S.C. §102(b) over Brighton et al., and rejected claims 9, 10 and 14 under 
35 U.S.C. §102(b) and 35 U.S.C. §103(a) over Brighton et al. 

The §102 rejection of 1, 2, 6, 17 and 19 is based on alleged inherency. Specifically, the 
Examiner considers the method of Brighton et al. to inherently assist in the healing of soft tissue 
wounds. Applicant notes in response that the title of the invention in the Brighton et al. patent is 
Method For Treatment oi Non-Union Bone Fractures by Non-Invasive Electrical Stimulation 
(emphasis added). Brighton et al. indicates that "non-union" fractures are bone fractures that do 
not normally heal (col. 1, lines 9-10), and all examples of treatment according to the disclosed 
method involve "non-union" fractures (col. 2, line 39 et seq.). Brighton et al. does not disclose 
any use of the method except on patients with fractures that had failed to heal after treatment by 
other methods for long periods of time ranging from about six months to six years. Soft tissue 
wounds may well occur when a bone is broken, but such wounds presumably heal within such 
long periods of time. Therefore, when one practices the method as disclosed in the Brighton 
et al. patent, one does not necessarily treat a soft tissue woxmd. It is respectfiiUy submitted that 
Applicant's invention as originally claimed is not anticipated by Brighton et al. on grounds of 
inherency. 

Furthermore, claim 1 as amended recites the limitations of identifying a soft tissue wound 
on a subject and indicating the use of capacitively coupled electrical stimulation for treatment of 
the identified soft tissue wound. Brighton et al. is relevant to the use of capacitive coupling for 
treatment of bone fractures^ but it does not disclose capacitively coupled electrical stimulation as 
an indication for treatment of soft tissue wounds. To anticipate a claim such as claim 1 as 
amended, the prior art must disclose an intent to treat the subject condition. Eli Lilly and 
Company v. Teva Pharmaceuticals USA, Inc., 2004 U.S. Dist. LEXIS 14724 (S.D. Ind. July 29, 
2004) (method of using fluoxetine to treat PMS was held to be novel because, while there were 
publications showing the use of fluoxetine to treat several disorders, including depression and 
anxiety, the prior art did not teach the use of fluoxetine for the purpose of treating mood 
disturbances associated with PMS) (citing Rapoport v. Dement, ISA F.3d 1053, 59 USPQ2d 
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1215 (Fed. Cir. 2001); Jansen v. Rexall Sundown, 342 F.3d 1329, 68 USPQ2d 1154 (Fed. Cir. 
2003))/ 

No such intent - in this case an intent to treat a soft tissue wound - is apparent in the 
reference cited by the Examiner. Therefore, it is respectfully submitted that claim 1 satisfies the 
novelty requirement of 35 U.S.C. §102. It is further submitted that neither Brighton et al. nor the 
prior art as a whole suggests the claimed use of capacitively coupled electrical stimulation for 
treatment of an identified soft tissue wound. Therefore, it is respectfully submitted that claim 1 
is allowable as amended. 

Independent claim 9 is hereby amend to depend from claim 1 and is believed to be 
allowable at least for the reasons applicable thereto. Independent claim 17 is beheved to be 
allowable for similar reasons, as are new claims 22 and 23. 

Claims 3-5, 7, 8, 1 1-13, 15, 16, 18, 20 and 21 are not cancelled and should be allowed 
along with the generic claims from which they depend. 

In view of the foregoing remarks and amending changes, claims 1-23 now pending in the 
application are believed to be in condition for immediate allowance, and such action is 
respectfully requested. 

The Examiner is invited to call the undersigned attorney if there are issues relating to any 
of the pending claims that can be addressed expeditiously by phone. 



Respectfully submitted, 




Bahret & Associates 
320 N. Meridian St., Suite 510 
Indianapolis, Indiana 46204 
(317) 423-2300 



Copies of all three court decisions enclosed. 
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